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LICENSE AGREEMENT(DRAFT)

This Agreement (“Agreement”), made and entered into as of April 1, 2025 (“Effective
Date”) by and between X Inc. (“X”) , a corporation organized and existing under the
laws of Japan having its principal office at **** JAPAN and Y., LTD. (“Y”), a
corporation organized and existing under the laws of the United States having its
principal office at ***** Thailand.

[ 1]

WHEREAS, X is the exclusive owner of certain Trademark (as defined below), and
has registered the Trademark in Japan and the United States; and

WHEREAS, Y desires a license from X to use the Trademark in connection with the
distribution and sales of the Licensed Products (as defined below) in the Territory
(as defined below);

, the Parties agree as follows:

Article 1 Definitions
1. “Trademark” shall mean the registered trademark “ZAHEER ! #iL GON” as
shown in Exhibit A attached hereto.
2. “Licensed Products” shall mean the products manufactured and distributed by Y
listed in Exhibit B attached hereto.
3. “Territory” shall mean Japan and Thailand.
4. “Subsidiary” shall mean a corporation, more than fifty percent (50%) of whose
outstanding shares representing the right to vote for the election of directors, are,
now or hereafter, owned or controlled, directly or indirectly, by a party hereto.
Article 2 License Grant
X hereby grants to Y, during the effective term of this Agreement and subject to the
terms and conditions of this Agreement, a non-exclusive, non-transferable, and non-
sublicensable right to use the Trademark in the Territory in connection with the
distribution and sales of the Licensed Products; provided, however, that Y shall be
allowed to sublicense the right only to Y’s Subsidiary.

(RA_—=12He<)
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(omitted)

Article@@ Termination

1. Either Party may, without prejudice to any other rights or remedies, immediately
terminate this Agreement by giving a written notice to the other Party, if the other
Party commits a material breach hereof and has not remedied that breach (where
capable of remedy) within twenty (20) days of the notice made by the non-breaching
Party.

2. The breaching Party shall fully compensate any damages and expenses caused by
the termination to the non-breaching Party.

Article@ @ Effect of Termination

Except otherwise specifically agreed by the Parties hereto, upon expiration or
termination of this Agreement, Y shall cease all use of the Trademark or any
resembling trademarks and shall not use the Trademark or any trademarks
confusingly similar to the Trademarks.

Article@ @ Governing Law

This Agreement shall be governed by and construed in accordance with the laws of
Japan.

Article@@ Settlement of Disputes

All disputes, controversies or differences arising out of or in connection with this
Agreement shall be finally settled by arbitration in accordance with the Commercial
Arbitration Rules of The Japan Commercial Arbitration Association. The place of

the arbitration shall be Tokyo, Japan.

IN WITNESS of this Agreement, the Parties have caused this Agreement to be
executed by their respective duly authorized representatives as of the date first

above written.

FOR X:

By (Signature)
Name:

Title:

FORY:

By (Signature)
Name:

Title:
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WOXEL, pifZ [Glashiitte] 22V T ldownloadable virtual goods, namely watches,
clocks, and their accessories, for use online or in online virtual worlds in Class 9, as well as

retail services and provision of these virtual goods in Classes 35 and 41.] ZJ§7€ L 7= pakE*s
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JUDGMENT OF THE GENERAL COURT (First Chamber)
11 December 2024

In Case T-1163/23,
Glashiitter Uhrenbetrieb GmbH et al., established in Glashiitte (Germany),
represented by D,
applicant,
v

European Union Intellectual Property Office (EUIPO), represented by V, acting as
Agent,

defendant,

THE GENERAL COURT (First Chamber),

composed of I,...

gives the following

Judgment
Law

The second part of the single plea in law, concerning the extension of the
reputation of the town of Glashiitte in the field of traditional watchmaking to the

virtual goods and services in question

... first, the Board of Appeal correctly found that the name Glashiitte would evoke
for the relevant public a German town famous for the manufacture of high-quality
watches, ... Accordingly, the Board of Appeal did not make an error of assessment in
finding that the mark applied for as a whole would be perceived by the relevant
(RA_—=12He<)
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public as evoking ... a reputation for excellence in the watchmaking industry of the
town of Glashiitte ... the ... elements were devoid of distinctive character.

As regards, in particular, the assessment of the distinctive character of a mark
in relation to virtual goods and services for which registration is sought, it must be
held that the relevant public will, in principle, perceive virtual goods and services in
the same way as it perceives the corresponding real-world goods and services. The
nature of the goods and services in question is therefore decisive. Thus, if virtual
goods merely represent real-world goods, or if virtual goods represent or emulate
the functions of real-world goods, or if virtual services emulate the functions of real-
world services in the virtual world, the relevant public’s perception of the real-world
goods and services can, in principle, be transferred to their virtual counterparts.
The possibility of such a transfer must nonetheless be assessed on a case-by-case
basis, taking into account the specific nature of the virtual goods and services in
question.

In the present case, it must be borne in mind that the public with regard to
whom the Board of Appeal assessed the distinctive character of the mark applied for
1s limited to members of the German public who know the town of Glashiitte, and
therefore the reputation of that town for the manufacture of watches, ...
Furthermore, the virtual goods and services in question refer to real-world
horological products and their accessories and can therefore represent the
corresponding real-world goods and services or emulate their functions.
Consequently, when that public is confronted with those virtual goods and services,
it will directly perceive the mark applied for as a logical extension of the reputation
of the town of Glashiitte in traditional watchmaking and that mark will evoke the
same positive feelings in that public regarding the quality and authenticity of the
virtual goods and services as exist in relation to the quality and authenticity of the
real-world ...

Indeed, as the Board of Appeal rightly pointed out, the goods and services in
question consist of virtual goods relating to horological products and their
accessories and to the retail sale and provision of these virtual goods. Consequently,
the mark applied for will indeed be used in relation to virtual goods and services
that may represent the same real-world goods and services for which the name of
the town of Glashiitte is renowned or emulate the functions of those real-world
goods and services.

Secondly, the applicant’s argument that the Board of Appeal disregarded the
substantial difference between real-world and virtual goods must also be rejected...

With regard to the applicant’s argument that there is a ‘substantial difference’
(RA_—=12He<)
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between real-world horological products and the virtual goods in question, which
are digital files, the applicant does not indicate how that difference would alter the
relevant public’s perception, since it has been established that the name Glashiitte
1s well known in the field of traditional watchmaking, that is to say the field of the
real-world goods that the virtual goods in question are intended to represent or
whose functions they are intended to emulate.

Thirdly, the applicant’s argument that there is no overlap between the public
interested in real-world watches and that interested in virtual watches and related
services must be rejected...

Accordingly, the second part of the single plea in law must be rejected as

unfounded.

On those grounds,
THE GENERAL COURT (First Chamber)
hereby:
Dismisses the action;
Orders Glashiitter Uhrenbetrieb GmbH et al. to pay the costs.
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